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DETAILED ACTION 



1. 



Claims 1-69 are presented for examination. 



Claim Rejections - 35 USC § 112 



The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-69 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. Independent claimsl, 24 and 47 contain subject matter "Secure 
Digital input/output (SDIO) card" which was not described in the specification in such a way as 
to enable one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. At the time of the invention, SDIO card specification has not yet 
been published, therefore one of ordinary skill in the art would not be able to make and/or use of 
the invention with SDIO card. The examiner interprets SDIO card as just a card. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 49 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. There is insufficient antecedent basis for limitation "the handheld computer" (line 
3) in the claim. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



4. Claims 47-49, 52, 54-55, 61, 64, and 66-67 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Ito et al. (US 2001/0042149) (herein after Ito). 

As to claims 47, 48, 64, Ito teaches an expansion device (device 1 and other 
connected modules as shown in Fig. 1) for a portable electronic device (PC 5), 
comprising: a Secure Digital input/output (SDIO) card (device 1) including an interface 
configured to be coupled to the electronic device (Fig. 4A); an accessory device (at least 
one of connected devices such as SD card, battery, antenna, . ..) coupled to the SDIO 
card; an expansion slot (at least slot for connecting a SD card) coupled to the SDIO card, 
the expansion slot configured to selectively couple to one of a Secure Digital (SD) card 
and a multimedia card (MMC) (note Fig. 1 and [0031], [0032]). 

As to claim 49, Ito further teaches the interface is configured to be coupled to a 
slot in a housing of the portable electronic device (Fig. 4A). 

As to claim 52, Ito further teaches the accessory device includes an audio player 
(audio record/reproduce device) (note [0034]). 
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As to claim 54, Ito further teaches the accessory device includes voice recorder 
(record/reproduce device) (note Fig. 1 and [0109]-[01 1 1]). 

As to claim 55, Ito further teaches the accessory device includes Bluetooth 
transceiver (Fig. 1 and [0039], [0040]). 

As to claim 61, Ito further teaches the accessory device includes a pedometer 
(travel distance detecting circuit) (note [0043], [0097]). 

As to claims 66 and 67, Ito further teaches the expansion slot is configured to 
accept a battery and the battery is rechargeable (note [0045]). 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 50-51 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ito et al. 

(US 2001/0042149) (herein after Ito) in view of Petty (6,389,486). 

As to claims 50 and 51, the argument above for claim 47 applies. However, Ito 
does not explicitly disclose the accessory device includes a positioning system device. 
Petty teaches positioning system device (GPS cards) (col. 1, lines 43-51). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
include GPS receiver as taught by Petty in the expansion module of Ito to provide the 
geographic location of the module. 



Claim Rejections - 35 USC § 103 
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6. Claim 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ito et al. (US 
2001/0042149) (herein after Ito) in view of Hawkins et al. (6,442,637) (herein after Hawkins). 

As to claim 53, the argument above for claim 52 applies. However, Ito does not 
explicitly disclose the accessory device includes an MP3 player. Hawkins teaches MP3 
player (col 4, lines 13-64). It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to implement a MP3 player as taught by Hawkins in 
the expansion module of Ito because MP3 player produces CD-quality music in a 
compressed file that can be transferred quickly. 

7. Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ito et al. (US 
2001/0042149) (herein after Ito) in view of Jones (6,145,046). 

As to claim 56, the argument above for claim 47 applies. However, Ito does not 
explicitly disclose the accessory device includes a digital camera. Jones teaches digital 
camera using memory card (Fig. 1A and col. 3, lines 6-20). It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to implement digital 
camera as taught by Jones in the system of Ito to provide picture capture function to the 
expansion module without using photographic film. 

8. Claims 57-59 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ito et al. 
(US 2001/0042149) (herein after Ito) in view of Nakashima (6,182,204). 
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As to claims 57-59, the argument above for claim 47 applies. However, Ito does 
not explicitly disclose the accessory device includes a FM tuner and/or television tuner. 
Nakashima discloses FM tuner and television tuner (col. 1, lines 14-21). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
include FM tuner and/or television tuner as disclosed by Nakashima in the expansion 
module of Ito for further receiving television and/or radio broadcasts to the system. 



9. Claims 60 and 69 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ito et al. 

(US 2001/0042149) (herein after Ito) in view of Yu (6,362,794) 

As to claims 60 and 69, the argument above for claim 47 applies. However, Ito 
does not explicitly disclose the accessory device includes a wireless networking card. Yu 
teaches wireless networking card (wireless LAN card) (note col. 1, lines 6-25). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
include wireless LAN card as taught by Yu in the expansion module of Ito to provide 
connection to a wireless network. 



10. Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ito et al. (US 

2001/0042149) (herein after Ito) in view of Rajchel (6,272,575). 

As to claim 62, the argument above for claim 47 applies. Ito does not explicitly 
disclose the accessory device includes a cellular telephone transceiver. Rajchel discloses 
a card module to receive cellular telephone transceivers to be used with a handheld 
computer (col. 4, lines 25-37). It would have been obvious to one of ordinary skill in the 
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art at the time the invention was made to include cellular telephone transceiver as taught 
by Rajchel in the expansion module of Ito to quickly establish a national 
telecommunications network. 

11. Claims 63 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ito et al. 
(US 2001/0042149) (herein after Ito) in view of Endejan et al. (6,427,918) (herein after 
Endejan). 

As to claim 63, the argument above for claim 47 applies. However, Ito does not 
explicitly disclose the expansion slot is configured to accept a MMC card. Endejan 
discloses MMC cards (col. 1, lines 49-64). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to include MMC card as 
taught by Endejan in the system of Ito to add functionalities to a PDA while continuing to 
conform to the size restrictions of the PDA, also these new media cards are easily carried 
by the user and convenient to use (col 1, lines 51-64). 

As to claim 65, Endejan further teaches both of a SD card and a MMC card may 
be used selectively and singularly in the expansion slot (col. 1, lines 49-64 and col. 2, 
lines 8-14). 

12. Claims 1-3, 14, 18-21, 23-26, 37, 41-44, and 46 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Harari et al (6,266,724) in view of Endejan et al. (6,427,918) (herein 
after Endejan). 
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As to claims 1, Harari teaches an expansion device (mother/daughter card 100) 
for a handheld computer, comprising: a Secure Digital input/output (SDIO) card (at least 
mother card or mother card and some daughter card(s) in combination) including an 
interface configured to be coupled to the handheld computer (Fig. 1); an accessory device 
(one of the daughter cards/battery pack) coupled to the SDIO card (col. 10, lines 58-60); 
an expansion slot coupled to the SDIO card (one of the plurality of slots for receiving the 
daughter cards). However, Harari does not explicitly disclose the expansion slot 
configured to selectively couple to one of a Secure Digital (SD) card and a multimedia 
card (MMC). Endejan teaches Secure Digital card and multimedia card (col. 1, lines 49- 
64). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include SD card and/or MMC as taught by Endejan in the system 
of Harari to add functionalities to a PDA while continuing to conform to the size 
restrictions of the PDA, also these new media cards are easily carried by the user and 
convenient to use (col. 1, lines 51-64). 

As to claim 24, Harari teaches a handheld computer comprising: a housing (in 
host system 200); a slot in the housing, the slot including an electrical connector 
(connector 212) (note Fig. 1); a Secure Digital input/output (SDIO) card including an 
interface coupled to the slot in the housing and coupled to the electrical connector (note 
Fig. 1); an accessory device (one of the daughter cards/battery pack) coupled to the SDIO 
card (col. 10, lines 58-60); an expansion slot coupled to the SDIO card (one of the 
plurality of slots for receiving the daughter cards). However, Harari does not explicitly 
disclose the expansion slot configured to selectively couple to one of a Secure Digital 
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(SD) card and a multimedia card (MMC). Endejan teaches Secure Digital card and 
multimedia card (col. 1, lines 49-64). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to include SD card and/or MMC as taught 
by Endejan in the system of Harari to add functionalities to a PDA while continuing to 
conform to the size restrictions of the PDA, also these new media cards are easily carried 
by the user and convenient to use (col. 1, lines 51-64). 

As to claims 2 and 25, Harari as modified by Endejan further teaches the SDIO 
card includes Secure Digital (SD) memory (as addressed in claim 1 above) (Endejan, col. 
1, lines 49-64). 

As to claims 3 and 26, Harari further teaches the expansion device for a handheld 
computer of claim 1, wherein the interface is configured to be coupled to a slot in a 
housing of the handheld computer (Fig. 1). 

As to claims 14 and 37, Harari further teaches the accessory device includes a 
networking card (col. 4, lines 65-67 and col. 5, lines 1-3). 

As to claims 18 and 41, Harari as modified by Endejan further teaches the 
expansion slot is configured to accept a MMC memory card (as addressed in claim 1 
above) (Endejan, col. 1, lines 49-64). 

As to claims 19 and 42, Harari as modified by Endejan further teaches the 
expansion slot is configured to accept SD memory (as addressed in claim 1 above) 
(Endejan, col. 1, lines 49-64). 

As to claims 20 and 43, Harari as modified by Endejan further teaches both of a 
SD memory card and a MMC memory card may be used selectively and singularly in the 
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expansion slot (as addressed above in claim 1 , different kinds of cards and any number of 
cards can be used) (Harari, col. 4, lines 56-67). 

As to claims 21 and 44, Harari further teaches the expansion slot is configured to 
accept a battery (col. 10, lines 58-60). 

As to claims 23 and 46, Harari as modified by Endejan further teaches a second 
expansion slot (another slot of the plurality of slots) coupled to the SDIO card, the second 
expansion slot configured to selectively couple to at least one of a SD card and a MMC 
card (as addressed above in claim 1, different kinds of cards and any number of cards can 
be used) (Harari, col. 4, lines 56-67). 

13. Claims 4-5 and 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harari et al. (6,266,724) and Endejan et al. (6,427,918) (herein after Endejan), and further in 
view of Petty (6,389,486). 

As to claims 4-5 and 27-28, the arguments above for claims 1 and 24 apply. 
However, Harari and Endejan do not explicitly disclose the accessory device includes a 
positioning system device. Petty teaches positioning system device (GPS cards) (col. 1, 
lines 43-51). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include GPS receiver as taught by Petty in the expansion module 
of Harari and Endejan to provide the geographic location of the module. 
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14. Claims 6-7 and 29-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harari et al. (6,266,724) and Endejan et al. (6,427,918) (herein after Endejan), and further in 
view of Hawkins et al (6,442,637) (herein after Hawkins). 

As to claims 6-7 and 29-30, the arguments above for claims 1 and 24 apply. 
However, Harari and Endejan do not explicitly disclose the accessory device includes an 
audio player. Hawkins teaches an expansion audio player (MP3 player) coupled to a 
mobile computer (col. 4, lines 13-64). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to implement a MP3 player as taught by 
Hawkins in the expansion module of Harari and Endejan to provide audio player function 
to the module. 

15. Claims 8-9, 16, 22, 31-32, 39, and 45, are rejected under 35 U.S.C 103(a) as being 
unpatentable over Harari et al. (6,266,724) and Endejan et al. (6,427,918) (herein after Endejan), 
and further in view of Ito et al. (US 2001/0042149) (herein after Ito). 

As to claims 8 and 31, the arguments above for claims 1 and 24 apply. However, 
Harari and Endejan do not explicitly disclose the accessory device includes a voice 
recorder. Ito teaches voice recorder accessory device (record/reproduce device) coupled 
to an expansion module (peripheral device 1) which is coupled to a mobile computer 
(note Fig. 1 and [0109]-[01 1 1]). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to implement voice recording circuitry as 
suggested by Hawkins in the expansion device of Harari and Endejan to provide 
recording function to the mobile computer. 
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As to claims 9 and 32, the arguments above for claims 1 and 24 apply. However, 
Harari and Endejan do not explicitly disclose a Bluetooth transceiver. Ito teaches 
Bluetooth transceiver coupled to an expansion module (peripheral device 1) (Fig. 1 and 
[0039], [0040]). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to implement Bluetooth circuitry as taught by Ito in the 
expansion module of Harari and Endejan to provide wireless connection to other systems. 

As to claims 16 and 39, the arguments above for claims 1 and 24 apply. 
However, Harari and Endejan do not explicitly disclose the accessory device includes a 
pedometer. Ito teaches pedometer (travel distance detecting circuit) (note [0043], 
[0097]). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include a pedometer as taught by Ito in the expansion module of 
Harari and Endejan to detect the travel distances of an input device. 

As to claims 22 and 45, the arguments above for claims 21 and 44 apply. 
However, Harari and Endejan do not explicitly disclose the battery is rechargeable. Ito 
teaches rechargeable battery to provide power to the card module (note [0045]). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
include rechargeable battery as taught by Ito in the expansion module of Harari and 
Endejan so that the battery can be reused and thus minimizing cost for the user. 

16. Claims 10 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harari 
et al. (6,266,724) and Endejan et al. (6,427,918) (herein after Endejan), and further in view of 
Jones (6,145,046). 
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As to claims 10 and 33, the arguments above for claims 1 and 24 apply. 
However, Harari and Endejan do not explicitly disclose the accessory device includes a 
digital camera. Jones teaches digital camera using memory card (Fig. 1 A and col. 3, lines 
6-20). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to implement digital camera as taught by Jones in the system of 
Harari and Endejan to provide picture capture function to the expansion module wherein 
the memory card in the expansion module can be used for frame storage. 

17. Claims 11-13 and 34-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harari et al. (6,266,724) and Endejan et al (6,427,918) (herein after Endejan), and further in 
view ofNakashima (6,182,204). 

As to claims 11-13 and 34-36, the arguments above for claims 1 and 24 apply. 
However, Harari and Endejan do not explicitly disclose the accessory device includes a 
FM tuner and/or television tuner. Nakashima discloses FM tuner and television tuner 
(col. 1, lines 14-21). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include FM tuner and/or television tuner as disclosed by 
Nakashima in the expansion module of Harari and Endejan for further receiving 
television and/or radio broadcasts to the system. 

18. Claims 15 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harari 
et al. (6,266,724) and Endejan et al. (6,427,918) (herein after Endejan), and further in view of Yu 
(6,362,794) 
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As to claims 15 and 38, the arguments above for claims 1 and 24 apply. 
However, Harari and Endejan do not explicitly disclose the accessory device includes a 
wireless networking card. Yu teaches wireless networking card (wireless LAN card) 
(note col. 1 ,lines 6-25). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to include wireless LAN card as taught by Yu in the 
expansion module of Harari and Endejan to provide connection to a wireless network. 

19. Claims 17 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harari 
et al. (6,266,724) and Endejan et al. (6,427,918) (herein after Endejan), and further in view of 
Rajchel (6,272,575). 

As to claims 17 and 40, the arguments above for claims 1 and 24 apply. 
However, Harari and Endejan do not explicitly disclose the accessory device includes a 
cellular telephone transceiver. Rajchel discloses a card module to receive cellular 
telephone transceivers to be used with a handheld computer (col. 4, lines 25-37). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to include cellular telephone transceiver as taught by Rajchel in the expansion 
module of Harari and Endejan to quickly establish a national telecommunications 
network. 



Conclusion 

20. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure, as the art discloses SDIO card: 



# » 
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1 . "Secure Digital Input/Output (SDIO) Card Specification", Version 1 .00, 
October 2001, SD Association. 
The following art discloses expansion module with connected accessory device(s)/card(s): 



2. 


US Patent 


6,199,168 


Miller 


3. 


US Patent 


6,571,308 


Reiss et al. 


4. 


US Patent 


6,599,147 


Mills et al. 


5. 


US Patent 


6,052,381 


Henriksson et al. 


6. 


US Patent 


6,570,767 


Vapaakoski et al. 


7. 


US Patent 


6,438,638 


Jones et al. 


8. 


US Pub. No. 


2002/0080091 


Acharya et al. 



Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Trisha U. Vu whose telephone number is 703-305-5959. 
The examiner can normally be reached on Mon-Thur and alternate Fri from 7:00am to 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Rinehart can be reached on 703-305-4815. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 

Trisha U. Vu 
Examiner 
Art Unit 2189 
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